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 COMES NOW the Registrant Hackett Consulting *jgtgkpchvgt"ÐTgikuvtcpvÑ+, by counsel, 

and respectfully submits its brief in opposition to the instant cancellation proceeding instituted 

by Vjg"Jcemgvv"Itqwr."Kpe0"*jgtgkpchvgt"ÐRgvkvkqpgtÑ+0 

PRELIMINARY STATEMENT 

 The instant matter comes before the Board on RgvkvkqpgtÓu"Rgvkvkqp"vq"Ecpegn"TgikuvtcpvÓu"

registered trademark for the terms HACKETT CONSULTING as more fully set forth in U.S. 

Tgi0"Pq0"5.:9:.498"*jgtgkpchvgt"ÐTgikuvtcpvÓu"OctmÑ+0 

 RgvkvkqpgtÓu"believes that it will be daocigf"d{"vjg"eqpvkpwgf"tgikuvtcvkqp"qh"TgikuvtcpvÓu"

Octm" qp" vjg" itqwpfu" vjcv" Rgvkvkqpgt" ockpvckpu" rtkqt" tkijvu" kp" c" nkpg" qh" ÐJCEMGVVÑ" ugtxkeg"

marks granting them superior rights over those retained by Registrant.   

 As more fully set forth below, the du Pont factors weigh heavily in support of the 

continued registration of RegistrantÓu" Octm.  Cu" tgekvgf" kp" TgikuvtcpvÓu" Octm" TgikuvtcpvÓu"

ugtxkegu"ctg"yjqnn{"fkxgtug"htqo"vjg"ugtxkegu"tgnkgf"wrqp"kp"RgvkvkqpgtÓu"uqng"gzkuvkpi"tgikuvtcvkqp0""

Moreover, it is submitted that RgvkvkqpgtÓu"octm(s) are entitled to a narrow scope of protection 

given their significance as a surname.  There is no overlap in marketing or trade channels and no 

evidence of actual confusion despite a duration of time during which actual confusion could have 

occurred.  Oqtgqxgt."vjg"rwtejcugtu"qh"RgvkvkqpgtÓu"ugtxkegu"ctg"jkijn{"uqrjkuvkecvgf"Hqtvwpg"722"

companies making confusion all the less likely as between the registered trademarks. 

 Wherefore on the grounds more fully developed below, Registrant respectfully requests 

vjcv"vjg"Dqctf"fgp{"vjg"tgswguvgf"tgnkgh"uqwijv"d{"vjg"Rgvkvkqpgt"cpf"rgtokv"RgvkvkqpgtÓu"Octm"vq"

maintain being registered on the Supplemental Register of the U.S. Patent and Trademark Office. 
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THE RECORD BEFORE THE BOARD 

 The record before the Board includes the testimonial depositions of 2 witnesses, 2 notices 

of reliance, as well as 2 pleaded federal trademark registrations owned by Petitioner as set forth 

below: 

Trial Testimony 

Witness   Title       Date  

1. Anthony Snowball Head of Global Benchmarking, The Hackett Group 06/12/2013 

2. Aaron Hackett  Principal, Hackett Consulting    08/30/2013 

Notices of Reliance 

Submitting Party Title        Filed 

Petitioner  Notice of Reliance (First)     06/13/2013 

Petitioner  Notice of Reliance (Second)     06/17/2013 

PetitionerÓu"Rngcfgf"Hgfgtcn"Vtcfgoctm"Tgikuvtcvkqpu1 

Trademark    U.S. Reg. No.     Registered 

THE HACKETT GROUP  3,064,697     03/07/2006 

HACKETT PERSPECTIVE2  3,229,134     04/17/2007 

 

 

 

 

 

 
                                                 
1 The Haemgvv"Itqwr."Kpe0Óu"rngcfgf"tgikuvtcvkqpu"ctg"ocfg"rctv"qh"vjg"tgeqtf"jcxkpi"dggp"cvvcejgf"cu"gzjkdkvu"vq"vjg"
initial Petition to Cancel pursuant to TBMP § 704.05(a). 
2 Of note, Reg. No. 3,229,134 was cancelled effective November 22, 2013 for a failure to file an acceptable 
declaration under Section 8. 
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STATEMENT OF FACTS 

A. Hackett Consulting 
 
Registrant was founded by Cctqp"Jcemgvv" *jgtgkpchvgt" ÐOt0" JcemgvvÑ+" kp" 422:0" "Trial 

Deposition of Aaron Hackett dated August 30, 2013 *jgtgkpchvgt" ÐTgikuvtcpvÓu"FgrqukvkqpÑ+" cv"

pp. 6, 80" " "Ot0"Jcemgvv"ejqug"vjg"vgto"JCEMGVV"hqt"TgikuvtcpvÓu"Octm"because he wanted to 

use his last name for personal reputation reasons. Id. at 7.  He combined it word with the word 

EQPUWNVKPI"kpuqhct"cu"jg"ÐÈycpvgf"vq"wug"c"ukping"fguetkrvqt"cpf"qpg"vjcv"ycu"cu"ujqtv"cu"

rquukdng0Ñ" Id.  Finally, Mr. Hackett wanted a trademark for which the .com domain name was 

available for registration.  Id.  Combining these three factors, Registrant decided upon the 

vtcfgoctm"JCEMGVV"EQPUWNVKPI0""TgikuvtcpvÓu"Vtkcn"Fgrqukvkqp"cv"r0"90 

Of note, at the time Mr. Hackett founded the Registrant he had never heard of the 

Rgvkvkqpgt0""TgikuvtcpvÓu"Fgrqukvkqp at p. 8. 

1. TgikuvtcpvÓu"Octm 

Qp"qt"cdqwv"Fgegodgt"34."422;"Tgikuvtcpv"crrnkgf"vq"tgikuvgt"TgikuvtcpvÓu"Octm"ykvj"vjg"

U.S. Patent and Trademark Office. Id. at p. 9; See also TgikuvtcpvÓu"Fgrqsition, Exhibit A.  The 

application received Serial No. 77/892,182 and contained a date of first use of the trademark in 

kpvgtuvcvg" eqoogteg" qh" Lwpg" 4." 422:0" TgikuvtcpvÓu" Fgrqukvkqp." Gzjkdkv" C0" Vhe services in the 

application are identified as follows: 

Branding services, namely, consulting, development, management and marketing 
of brands for businesses in International Class 35. 
 
Id. 
 

 Qp"Pqxgodgt"38."4232"TgikuvtcpvÓu"Octm"tgikuvgtgf"ykvj"vjg"W0U0"Rcvgpv"cpf"Vtcfgoctm"

Qhhkeg0""TgikuvtcpvÓu"Fgrqukvkqp"cv"r0 9; See also TgikuvtcpvÓu"Fgrqukvkqp."Gzjkdkv"D0""TgikuvtcpvÓu"
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Mark received Reg. No. 3,878,276 and is registered on the Supplemental Register with a 

fkuenckogt"hqt"vjg"igpgtke"vgto"EQPUWNVKPI0"TgikuvtcpvÓu"Fgrqukvkqp."Gzjkdkv"D0   

2. TgikuvtcpvÓu"Ugtxkegu 

During his trial deposition, Mr. Hackett provided background testimony in regard to the 

definition of brand management so as to better define the services that the Registrant provides 

wpfgt"TgikuvtcpvÓu"Octm as recited in its registration. See generally RegiuvtcpvÓu"Fgrqukvkqp"cv"rr0"

10-11.  Specifically, Mr. Hackett testified that brand management can be broken down into four 

functions. Id. at p. 11.   

First, assessing the competitive landscape. TgikuvtcpvÓu" Fgrqukvkqp" cv" r0" 330  Second, 

positioning your brand within the identified competitive landscape. Id. Third, the execution 

strategy for positioning of the brand. Id.  Fourth, the actual execution or marketing work that is 

done to position the brand. Id. 

Ot0"Jcemgvv"enctkhkgf"TgikuvtcpvÓu"recited services kp"TgikuvtcpvÓu"Octm stating that they 

fall squarely within the third and fourth segments of brand management, namely, creating 

execution strategies for the positioning of brands and executing those strategies once created.   

TgikuvtcpvÓu"Fgrqukvkqp at pp. 11-13.  Specifically, jku"ugtxkegu."cu"tgekvgf"kp"TgikuvtcpvÓu"Octm. 

gpvckn" vjg"fgxgnqrogpv"qh"ygd"ukvgu" hqt"TgikuvtcpvÓu"uocnn"dwukpguu"enkgpvu, Facebook pages, as 

well as limited digital marketing and management of the enkgpvuÓ Twitter accounts. Id. at pp. 13-

15. 

Yjgp"urgekhkecnn{"cumgf"vq"kpvgtrtgv"vjg"ugtxkegu"nkuvgf"kp"TgikuvtcpvÓu"Octm."Ot0"Jcemgvv"

testified: 

[W]hen I read this, it says, for branding services, namely, consulting, 
development, management and marketing of brands for businesses.  And thcvÓu"
exactly what I do.  I make recommendation on what should be done.  I develop 
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vjqug"cevkxkvkgu"cpf"vjgp"K"ocpcig"vjgo"cnn"vjg"yc{"vjtqwij"uq"vjcvÓu"Î in that Î 
that hits what I do. 
 
TgikuvtcpvÓu"Vtkcn"Fgrqukvkqp"cv"rr0"59-38. 
 
Mr. Hackett testified thav" Tgikuvtcpv" rgthqtou" pq" dgpejoctmkpi" ugtxkegu0" TgikuvtcpvÓu"

Deposition at p. 16.  He further provided that the Registrant does not perform any business 

analysis reporting for benchmarking. Id. Mr. Hackett further provided that the first two areas of 

brand management, those charged with assessing the landscape, is where benchmarking is 

located.  Id. at p. 38. 

 
3. TgikuvtcpvÓu"Eqpuwogtu 

Vjg" eqpuwogtu" qh" TgikuvtcpvÓu" ugtxkegu" ctg" uocnn" eqorcpkgu" ykvj" okpkocn" dwfigvu0""

TgikuvtcpvÓu"Fgrqukvkqp"cv"r0"350  Most cannqv"chhqtf"ÐÈVX."rtkpv."tcfkqÈÑ"advertising so they 

relegate themselves to Facebook and Google ads with no up-front costs that can be turned off 

and on with minimal investment.  Id. at p. 14. 

As is set forth explicitly qp"vjg"jqog"rcig"qh"TgikuvtcpvÓu"ygd"ukvg."TgikuvtcpvÓu"ugtxkegu"

ctg" fktgevgf" urgekhkecnn{" cv" vjqug" kpfkxkfwcnu" cpf" dwukpguugu" qp" c" ÐÈngcp"octmgvkpi" dwfigv0Ñ"

TgikuvtcpvÓu"Fgrqukvkqp"cv"r0"450"See also TgikuvtcpvÓu"Fgrqukvkqp"cv"Gzjkdkv"E0  Its services are 

ÐÈpqv"tgngxcpv"vq"dki"eqorcpkgu"È"dki companies have marketing groups that do exactly what 

]Tgikuvtcpv"fqgu_0Ñ"TgikuvtcpvÓu"Vtkcn"Fgrqukvkqp"cv"r0"450 

TgikuvtcpvÓu" eqpuwogtu" v{rkecnn{"jcxg" nguu" vjcp"qpg"oknnkqp"fqnnctu" kp" cppwcn" ucngu" cpf"

many times less than $200,000 per year in annual sales. Id. at pp. 23-24.  These companies, 

TgikuvtcpvÓu"eqpuwogtu."on average have less than ten (10) employees. Id. at p. 24.  Registrant 

has never had a client the size of Coca-Cola. Id at p. 32. 
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4. TgikuvtcpvÓu"Octmgvkpi 

TgikuvtcpvÓu" ugtxkegu" ctg" octmgvgf" mainly through word of mouth and through 

kpfkxkfwcnu" vjcv" rgtuqpcnn{" mpqy"Ot0" Jcemgvv0" TgikuvtcpvÓu" Fgrqukvkqp" cv" p. 160" " TgikuvtcpvÓu"

services are also marketed through its website located at www.hackettconculting.com. Id. at p. 

17. See also TgikuvtcpvÓu" Fgrquition, Exhibit C.  TgikuvtcpvÓu website does not generate new 

client contacts.  Rather, it is used as a tool to build credibility with prospective customers once 

vjg{"jcxg"jgctf"qh"TgikuvtcpvÓu"ugtxkegu"d{"cpf"vjtqwij"yqtf-of-mouth advertising. Id. at p. 19.  

As Mr. Hackett testified, one hundred percent of the work Registrant receives is from word-of-

mouth referrals.  Id. at p. 20. 

The Registrant does not produce and send newsletters to clients.  TgikuvtcpvÓu"Fgrqukvkqp 

at p. 20.  The Registrant does not get referrals from Fortune 500 or 100 companies. Id.  The 

Registrant does not hold conferences for Fortune 500 or 100 executives. Id. at p. 21.  The 

Registrant does not perform webcasts.  Id. 

5. TgikuvtcpvÓu"Ejcppgnu"qh"Vtcfg 

RegistrantÓu" ugtxkegu" tgcej" gcej" qf its customers by and through Mr. Hackett working 

cnqpg" ykvj" TgikuvtcpvÓu" ewuvqogtu0  TgikuvtcpvÓu" Fgrqukvkqp at p. 21.  Often the services are 

rtqxkfgf"kp"vjg"dcugogpv"qh"Ot0"JcemgvvÓu"rgtuqpcn"tgukfgpeg located in Mableton, Georgia. Id. 

at pp. 5, 21. 

Registrant does not retain offices in San Francisco, Chicago, New York City, Miami, 

Frankford, Germany, London, Sydney, Australia, or the Netherlands.  Id. at pp. 21-22. 
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B. The Hackett Group, Inc. 

  Petitioner provides benchmarking services in the nature of surveys and analysis reports 

for the benchmarking of business processes. See Deposition of Anthony Snowball dated June 12, 

2013 *jgtgkpchvgt" ÐUpqydcnn" FgrqukvkqpÑ+" cv" r0" :0" See also Snowball Deposition, Exhibit 1.  

Petitioner has provided these services continuously since as early as 1992. Snowball Deposition 

at p. 9. 

1. RgvkvkqpgtÓu"Rngcfgf"Vtcfgoctm"Tgikuvtcvkqp 

  RgvkvkqpgtÓu" uqng" existing registered trademark for its services is for the mark THE 

JCEMGVV" ITQWR." W0U0" Tgi0" Pq0" 5.286.8;9" *jgtgkpchvgt" ÐRgvkvkqpgtÓu" VtcfgoctmÑ+03  

RgvkvkqpgtÓu" Vtcfgoctm" ku" tgikuvgtgf" kp" uvcpfctf" ejctcevgtu" in connection with the following 

services in International Class 35: 

Business consultation and analysis services, namely, providing surveys and 
analysis reports in the benchmarking of business processes. 
 
U.S. Reg. No. 3,064,697. 
 
2. RgvkvkqpgtÓu"Dgpejoctmkpi"Ugtxkegu"Fghkpgf 

 
  As Mr. Snowball testified: 
 

Benchmarking is generally a technique used to measure performance and compare 
performance.  So using a defined set of metrics, we would access an individual 
enkgpvÓu"rgthqtocpeg="cpf"eqpvkpwkpi"kp"vjg"cxckncdng"qh"octmgvkpi."yg"yqwnf"nqqm"
at their overall marketing cost for a product management; we would look at their 
labor costs to deliver product management services; and we would accumulate 
that from our client and compare it to our database and compare it to leading 
companies as well, thereby benchmarking them. 
 
And it would tell them or give them an indication of whether their performance 
was strong or weak relative to the comparison that was used. 
 

                                                 
3 As set forth above, Petitioner also relied upon Reg. No. 3,229,134 in its initial pleading.  However, Reg. No. 
3,229,134 was cancelled effective November 22, 2013 for a failure to file an acceptable declaration under Section 8. 
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Snowball Deposition at p. 11.  Benchmarking is ÐÈtgcnn{"oqtg"qh"vjg"fkcipquku"qt"cuuguuogpv"qh"

qrrqtvwpkv{" hqt" kortqxgogpv0Ñ  Id. at p. 56.  Mr. Snowball added ÐUq" kh"enkgpvu"ctg" uvtwiinkpi"

with their performance around marketing, sales and service, whether it is global head of sales, 

global head of marketing or CFO or COO, they may want to conduct a benchmark exercise of 

octmgvkpi."ucngu"cpf"ugtxkeg"urgekhkecnn{0Ñ  Id. at p. 29. 

 
3. RgvkvkqpgtÓu"Eqpuwogtu"hqt"vjgkt"Dgpejoctmkpi"Ugtxkees 

 
  Mr. Snowball eqpegfgf" kp" jku" vtkcn" vguvkoqp{" vjcv" RgvkvkqpgtÓu" dgpejoctmkpi" ugtxkeg 

ÐÈku"hqewugf"qp"rtggokpgpv"dtcpfuÈÑ""Upqydcnn"Fgrqukvkqp"cv"r0"350""Urgekhkecnn{."Rgvkvkqpgt"

has provided its services to the largest company in the world, Walmart, but has only dipped to 

provide services to companies that are around or slightly below the hundred million dollar mark 

in terms of revenue size. Id. 

  Ot0" Upqydcnn" urgekhkecnn{" vguvkhkgf" vjcv" RgvkvkqpgtÓu" ugtxkegu" Ðctg" oquv" rcncvcdng" vq"

companies that are 500 million and above and most comfortable to c"dknnkqp"cpf"cdqxgÑ"hwtvjgt"

cffkpi"ÐK"yqwnf"dg"uwtrtkugf"kh"yg"octmgvgf"vq"c"hkto"nguu"vjcp"c"oknnkqp"kp"tgxgpwgÑ0"Upqydcnn"

Deposition at pp. 100-101.  In reference to the smallest of clients served by Petitioner, Mr. 

Upqydcnn"vguvkhkgf"ÐK"mpqy"yg"jcxg"ugrved very small clients through a benchmarking capacity 

...eqorcpkgu"ctqwpf"47"oknnkqp"vq"72"oknnkqp"kp"vjg"dgpejoctmkpi"fcvcdcug0Ñ"Id. at 101. 

  RgvkvkqpgtÓu" enkgpvu" ctg" eqortkugf"qh" 4.322"qh" vjg"yqtnfÓu" ngcfkpi" eqorcpkgu" kpenwfkpi"

servicing 97% of the companies included in the Dow Jones Industrial average and 77% of 

companies included in the Fortune 100. Snowball Deposition, Exhibit 3, at PET 000387.   These 

companies include, but are not limited to, 3M Co., Alcoa Inc., the American Express Company, 

AT&T, Bank of America Corp., Boeing Company, Bristol-Myers Squibb Co., Caterpillar, Inc., 

Chevron Texaco Corporation., Coca-Cola Company, DaimlerChrysler AG, Dow Chemical, 
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Exxon Mobile, FedEx, Ford Motor Company, General Electric Company, Home Depot, and the 

OeFqpcnfÓu"Eqtrqration. Id. See also Snowball Deposition at p. 38. 

  Mr. Hackett added that, based upon his experience working in the marketing departments 

of Fortune 500 companies, he had only seen brands of $100 million or more get benchmarking 

studies like the kind provided by the Petitioner. TgikuvtcpvÓu"Fgrqukvkqp at pp. 46-47.    

  4. The Fortune 500 Procurement Process 

  Mr. Hackett provided testimony concerning the large corporate procurement process.  See 

generally TgikuvtcpvÓu"Fgrqukvkqp at pp. 24-26.   Specifically, vendors for large companies, such 

as The Hackett Group, Inc., are vetted by the large companies prior to becoming authorized 

vendors therefore. Id. at p. 25.  The vetting process entails looking at different proposals from 

xgpfqtu." gzcokpkpi" vjgkt" equv" uvtwevwtg." fgvgtokpkpi" vjg" swcnkv{" qh" vjg" xgpfqtÓu" yqtm." cpf"

uqogvkogu" gxgp" iqkpi" vq" vjg" xgpfqtÓu" hceknkvkgu" vq" ocmg" uwtg" vjcv" vjg" ucog" ctg" cfgswcvg" vq"

provide services for the large company. Id. at pp. 25-26. 

  Based upon this knowledge, Mr. Hackett opined that it would not be conceivable for 

large Fortune 500 company to hire the wrong vendor. Id. at p. 26. (emphasis added). 

5. RgvkvkqpgtÓu"Octmgvkpi 

  Petitioner relies heavily upon referrals and returning business from executives in large 

companies it has performed services for in the past. Snowball Deposition at p. 14.  In fact, the 

oclqtkv{" qh" RgvkvkqpgtÓu" enkgpvu" ctg" tghgttcnu" htqo" gzkuvkpi" enkgpvu0  Id. at pp. 78-79.  These 

referrals come from the companies Petitioner represents, namely, large Fortune 500 companies 

and companies jcxkpi"pq"nguu"vjcp"47"oknnkqp"vq"72"oknnkqp"]kp"ucngu"rgt"{gct_0Ñ"Id. at p. 103.  See 

also id. at pp. 38, 101; Snowball Deposition, Exhibit 3, at PET 000387. 
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  Petitioner retains a sales organization that consistently reaches out to existing customers 

and, specifically, the executives for those customers to gauge where they are and whether they 

need further services provided by the Petitioner. Id. at p. 60.  These efforts include emailing the 

executives and even setting up free presentations for the existing customer, conferences, or 

seminars. Id. at p. 61. 

  Conferences, in turn, are often co-sponsored with Fortune 500 companies, such as 

Igpgtcn"Gngevtke."cpf"hqewu"qp"vjgkt"Ðdguv"rtcevkeguÑ"cpf"rgthqtocpeg"qt"dgpejoctmkpi"uvwfkgu0 

Id. at pp. 61-62, 94. 

  Petitioner has also developed an advisory program which allows its benchmarking 

eqpuwogtu"eqpvkpwgf"ceeguu" vq"RgvkvkqpgtÓu" tgugctej" kpukijv"on an annual membership basis so 

that Petitioner can continue to interact with the customer and potentially sell them more of 

RgvkvkqpgtÓu"ugtxkegu0 Id. at p. 59. 

  Cnn"qh"vjgug"ghhqtvu"ctg"vq"octmgv"vjg"RgvkvkqpgtÓu"dgpejoctmkpi"ugtxkegu0 Id. at p. 63. 

  6. PetitionerÓu"Ejcppgnu"qh"Vtcfg 

 Petitioner maintains offices in Miami, Atlanta, San Francisco, Chicago, New York, 

Frankfurt, London, Sidney, as well as in the Netherlands.  Snowball Deposition at pp. 7-8.  When 

an executive from a large company comes to them for their services the executive, the 

prospective customer, typically invites members of the Petitioner to their own offices for an 

hour-long meeting. Id0"cv"380"Vjg"RgvkvkqpgtÓu"gornq{ggu"rtgugpv"vjgkt"ugtxkegu"kp"vjcv"oggvkpi"vq"

the executive. Id.  Kp" vgtou" qh" dgpejoctmkpi." RgvkvkqpgtÓu" gornq{ggu" vjgp" fguetkdg" yjcv" ku"

covered in the full taxonomy of their benchmarking services. Id. 

 Upon the benchmarking service being ordered by the large company corporate executive, 

vjg" RgvkvkqpgtÓu" ugtxkegu" ctg" rtqxkfed by collecting three different sources of information.  
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Snowball Deposition at p. 39.  The first is the benchmarking questionnaire often answered 

vjtqwij"cp"qpnkpg" enkgpv" rqtvcn" cv" vjg"RgvkvkqpgtÓu"ygdukvg0" Id. at pp. 39-40.  The second is the 

executive interview.  Id.  Finally, Petitioner conducts a stakeholder survey that goes out to 

anyone in the client organization that is a mid-manager or above. Id. at p. 40. 

 7. PetitionerÓu"Encko"qh"Eqooqp"Ncy"Tkijvu 

 RgvkvkqpgtÓu" contends that its services have recently moved from mere benchmarking 

analysis as identified in their relied-upon federal registration to also including consulting 

services.  As specifically set forth by Mr. Snowball they have now ÐÈoqxgf"dg{qpf"lwuv"ukorn{"

performance metrics and best practices but also includes tools that we use with clients to help 

vjgo"qrvkok¦g"vjgkt"rgthqtocpeg"vjtqwij"eqpuwnvkpi"ugtxkegu0Ñ  Snowball Deposition at pp. 36-

37.   

 Mr. Snowball testified that there ku" pqy" ÐÈc" ugeqpfct{" ghhqtv" vjcv" vgpfu" vq" hqnnqy" c"

benchmark, which is when there is an improvement phase, and the client may elect to mobilize 

on the results of the benchmark on their own, or in many cases they would elect to engage 

Hackett for consultini"rwtrqugu0Ñ Id. at p. 56. 

Of note, Mr. Snowball provided a clear example of what he considered their consulting 

servkegu"vq"gpvckn"kp"vgtou"qh"Ðrtguetkrvkxg"tgeqoogpfcvkqpuÑ"cu"vjg{"crrn{"vq"octmgvkpi0"" "Ot0"

Snowball testified: 

So in terms of prescriptive recommendations, we recommended to a client up in 
Chicago that specifically they evaluate their allocation of sales and marketing 
resources d{"dwukpguu" igqitcrj{." d{" dtcpf" cpf" d{" rtqfwev0"Cpf"yjgtg" vjg{Óxg"
made discrete investments confirm those investments, while they may not pay off 
in the near term, pay off in the long-term. 
 
A discrete prescriptive recommendation that we gave was look at Î they were 
very focused on a cost orientation.  We told them to pay very specific attention to 
the spend categories of printing, conferences and events and sample giveaways. 
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È 
 
So the recommendations were evaluate your spend levels and benchmark them for 
the select categories within marketing. 
 

Snowball Deposition at pp. 70-71. 
 

Kp"tgictf"vq"RgvkvkqpgtÓu"ÐDtcpf"cpf"Rtqfwev"OcpcigogpvÑ."Ot0"Upqydcnn"rtqxkfgf"vjcv"

vjku" gpvcknu" Rgvkvkqpgt" ÐÈgzcokpkpi" vjg" octmgv" cevkxkvkguÈÑ" qh" vjgkt" ewuvqogtu with the 

qdlgevkxg"dgkpi"ÐÈvq"cuuguu"vjg"ghhkekgpe{"cpf"vjg"ghhgevkxgpguu"qh"vjku"kpfkxkfwcn"rtqeguuÈÑ"vq"

ÐÈvt{"vq"ceeguu"lwuv"vjg"kpxguvogpvu"vjcv"ctg"iqkpi"kpvq"vjg"tguqwteguÈÑ"vq"ÐÈdgpejoctm"vjcv"

against a peer group and against top-performing companieu0Ñ Id. at pp. 44-45.  The witness 

eqpvkpwgf"rtqxkfkpi"vjcv"RgvkvkqpgtÓu"dtcpf"ocpcigogpv"gpvcknu"nqqmkpi"cv"ÐÈjqy"ocp{"dtcpfu"

do you have; what have you invested in the brands in total; what are the brands yielding in terms 

of revenue on a per brand or prqfwev"HVGA000Ñ"cnuq"gxcnwcvkpi"ÐÈjqy"ghhgevkxgn{" vjg"dtcpf" ku"

ftkxkpi" vtchhke" vq" vjg" ygdukvgÈ]cpf" vjg_" Èqwveqogu" qh" vjg" dtcpf" cpf" rtqfwev" ocpcigogpv"

vgco0Ñ"Snowball Deposition at p. 45.  Vjku" Ðdtcpf"ocpcigogpvÑ."Ot0" Upqydcnn" qrkpgf." ku" vq"

ÐÈgxcnwcvg"vjg"rgthqtocpeg"qh"vjg"dtcpfu"kp"vqvcnÈÑ"vq"fgvgtokpg"ÐÈctg"{qw"igvvkpi"vjg"tgvwtp"

vjcvÓu"eqpukuvgpv"ykvj"vjg"dgpejoctm"eqorctkuqp0Ñ Id. at p. 46.  See also Id. at p. 48. 

In regard to web developers in an organization, Mr. Snowball specifically testified that 

their only interaction therewith is to evaluate the web developerÓs performance but not to direct 

how they are to perform their job or their development tasks.  Id. at p. 42.  Petitioner does not 

ÐÈurgekhkecnn{"fq"ygdukvg"tgxkgy,Ñ Mr. Snowball added.  Id. at p. 51. 

 Of note, there is little, if any testimony, concerning the alleged dates of first use 

concerning the Ðeqpuwnvkpi"ugtxkeguÑ"now allegedly offered by the Petitioner. 
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ARGUMENT 

CONTINUED REGISTRATION OF HACKETT CONSULTING WOULD NOT 
ETGCVG"C"NKMGNKJQQF"QH"EQPHWUKQP"YKVJ"VJG"JCEMGVV"ITQWRÓU"
REGISTERED TRADEMARK 

 
In a cancellation proceeding, the burden of proof is upon the party seeking cancellation of 

the registered trademark. Cerveceria Centroamericana SA vs. Cerveceria India Inc., 892 F.2d 

1021, 13 USPQ2d 1307 (Fed. Cir. 1989).  Petitioner must establish that there is a likelihood of 

eqphwukqp" d{" c" rtgrqpfgtcpeg" qh" vjg" gxkfgpeg0" Vjg" DqctfÓu" decision is based upon a 

determination under Section 2(d) on an analysis of all of the probative evidence of record 

bearing on a likelihood of confusion. In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 

WURS"785."789"*EERC"3;95+"*Ðdu PontÑ+0"See also In re Majestic Distilling Company, Inc., 315 

F.3d 1311, 65 USPQ2d 1201, 1203 (Fed. Cir. 2003).  These factors are discussed below. 

A. Vjg"RctvkguÓ"Ugtxkegu"ctg"Fkuukoknct 

In an inter partes proceeding before the Board, the issue of likelihood of confusion must 

be determined based on the services recited in challenged registration vis-à-vis the services 

identified in petitionerÓu"rngcfgf"tgikuvtcvkqp(s). Cunningham v. Laser Golf Corp., 222 F.3d 943, 

55 USPQ2d 1842 (Fed. Cir. 2000); Canadian Imperial Bank v. Wells Fargo Bank, 811 F.2d 

1490, 1 USPQ2d 1783 (Fed. Cir. 1992).   

Cu"fghkpgf"kp"vjg"uwdlgev"tgikuvtcvkqp."TgikuvtcpvÓu"ugtxkegu"ctg"nkuvgf"cs: 

Branding services, namely, consulting, development, management and marketing 
of brands for businesses. 
 

Cu"fghkpgf"kp"vjg"rngcfgf"tgikuvtcvkqp"d{"Rgvkvkqpgt."RgvkvkqpgtÓu"tgnkgf-upon services are:  

Business consultation and analysis services, namely, providing surveys and 
analysis reports in the benchmarking of business processes. 
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  Facially, the services as recited in the respective registrations are immediately 

distinguishable.  Petitioner provides benchmarking services in the nature of providing surveys 

and analysis of business processes.  In the alternative, Registrant provides branding services in 

the nature of consulting on the creation of brands and the development and specific marketing of 

the same.  In short, Petitioner provides analytical benchmarking services designed to measure the 

effectiveness of business processes.  Registrant helps to create small businessesÓ brands and 

market the same. 

  Accordingly, merely examining the services as recited in the respective registrations 

should be sufficient to determine that the services of the respective parties are separate and 

distinct.  However, this analysis is not submitted in a vacuum.  In addition to the services as 

recited in the registrations, both trial witnesses in this case provided detailed testimony defining 

and setting forth the distinctions between the services of the parties as contained in the applicable 

registrations.   

Kp"tgictf"vq"vjg"TgikuvtcpvÓu"ugtxkegu."Ot0"Jcemgvv"clarified that his branding services, as 

set forth in RegistrantÓs Mark, consist of creating an execution strategy for the positioning of 

brands and executing the strategy for that placement.   TgikuvtcpvÓu" Fgrqukvkqp at pp. 11-13.  

Specifically, this entails the development of web sites fqt"TgikuvtcpvÓu" uocnn" dwukpguu" enkgpvu."

Facebook pages, as well as limited digital marketing and management of their Twitter accounts. 

Id. at pp. 13-15. 

Separate and distinct from TgikuvtcpvÓu" ugtxkegu" cu" ugv" hqtvj" kp" TgikuvtcpvÓu"Octm, Mr. 

Snowball further clarified PetitionerÓs services as recited in PetitionerÓs sole registered service 

mark: 

Benchmarking is generally a technique used to measure performance and compare 
performance.  So using a defined set of metrics, we would access an individual 
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enkgpvÓu"rgthqtocpeg="cpf"eqpvkpwkpi"kp"vjg"cxckncdng"qh"octmgvkpi."yg"yqwnf"nqqm"
at their overall marketing cost for a product management; we would look at their 
labor costs to deliver product management services; and we would accumulate 
that from our client and compare it to our database and compare it to leading 
companies as well, thereby benchmarking them. 
 
And it would tell them or give them an indication of whether their performance 
was strong or weak relative to the comparison that was used. 
 

Snowball Deposition at p. 11.  It is ÐÈtgcnn{"oqtg"qh"vjg"fkcipquku"qt"cuuguuogpv"qh"qrrqtvwpkv{"

hqt" kortqxgogpv0Ñ  Id. at p. 56.  Mr. Snowball added ÐUq" kh" enkgpvu" ctg" uvtwiinkpi"ykvj" vjgkt"

performance around marketing, sales and service, whether it is global head of sales, global head 

of marketing or CFO or COO, they may want to conduct a benchmark exercise of marketing, 

ucngu"cpf"ugtxkeg"urgekhkecnn{0Ñ  Id. at p. 29. 

  As such, RegistrantÓs services deal with the creation and building of brands whereas 

PetitionerÓs services deal with the analysis of existing business processes and benchmarking a 

companyÓs performance in that process to determine if the measure up to other companies in 

their industry.  The services could not be more distinct. 

In this regard, it is respectfully submitted that the instant du Pont factor favors the 

eqpvkpwgf" tgikuvtcvkqp"qh"TgikuvtcpvÓu"octm" cpf."oqtgqxgt." ikxgp" vjgug"fkuvkpevkqpu" vjgtg" ku" pq"

corresponding presumption that the trade channels of the parties overlap as the services 

themselves are distinct. 

B. Petitioner Is Entitled to a Narrow Scope of Protection for its Registered Mark 
 
1. Surname Plus Generic Matter 

 
As a threshold issue, it is noted that the RegistrantÓs Mark and the PetitionerÓs Mark 

contain the same overlapping element: the surname HACKETT.  As the prosecution history of 

the RegistrantÓs Mark confirms, Registrant accepted registration of its mark on the Supplemental 

Register conceding, as the office alleged, that its mark was primarily merely a surname under 
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Section 2(e)(4) of the Trademark Act.  As such, it is submitted that the Board take notice of the 

common surname significance of the term HACKETT as required by Registrant and afford 

Petitioner only a narrow scope of protection for its surname mark it now seeks to enforce against 

the Registrant who has established the significance of the surname at issue by the testimony in 

this matter. 

Within that context, and specifically recognizing the narrow scope of protection which is 

afforded to surnames under the Trademark Act, it is submitted that the consumers will look to 

the other elements in RegistrantÓs and PetitionerÓs respective marks to distinguish between the 

two sources of the services provided thereunder. 

Specifically, RegistrantÓs Mark is for HACKETT CONSULTING.  PetitionerÓs relied-

upon registration is for THE HACKETT GROUP.  The examining attorney for RegistrantÓs 

Mark, recognizing the narrow scope of protection afforded to surnames, permitted the 

registration of RegistrantÓs Mark despite the existence of PetitionerÓs Mark on the register 

reasoning that the distinct additional matter, even if generic or descriptive in its own right, was 

sufficient to distinguish the source of the respective services provided by the involved parties 

herein. 

In this regard, and given the narrow scope of protection which should be afforded to a 

surname when combined with generic or descriptive matter, it is submitted that the marks are not 

sufficiently similar given the respective weaknesses thereof to create a likelihood of confusion.  

As such, it is submitted that this du Pont factor also favors continued registration of the 

RegistrantÓs Mark. 
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2. Petitioner Has Failed to Establish the Acclaim its Trademark 
 

A mark with extensive public recognition and renown deserves and receives more legal 

protection than an obscure or weak mark. Kenner Parker Toys v. Rose Art Industries, 963 F.2d 

350, 353, 22 USPQ2d 1453, 1456 (Fed. Cir. 1992). See also Recot Inc. v. M.C. Becton, 214 F.3d 

1322, 1327, 54 USPQ2d 1894, 1897 (Fed. Cir. 2000).  This factor can play a dominant role in 

likelihood of confusion cases wherein the pleaded marks are established as famous. Bose Corp. 

v. QSC Audio Products Inc., 293 F.3d 1367, 63 USPQ2d 1303 (Fed. Cir. 2002); Recot Inc.,, 214 

F.3d 1322, 54 USPQ2d 1894 (Fed. Cir. 2000). However, because of the extreme deference 

accorded to a famous mark in terms of the wide latitude of legal protection it receives, and the 

dominant role fame plays in the likelihood of confusion analysis, it is the duty of the party 

asserting fame to clearly prove it. Lacoste Alligator S.A. v. Maxoly Inc., 91 USPQ2d 1594, 1597 

(TTAB 2009); Leading Jewelers Guild Inc. v. LJOW Holdings LLC, 82 USPQ2d 1901, 1904 

(TTAB 2007).  Moreover, achieving fame for a mark in a marketplace where countless symbols 

clamor for public attention often requires a very distinct mark, enormous advertising 

investments, and a product of lasting value. Kenner Parker, 963 F.2d at 352, 22 USPQ2d at 

1456. 

In the instant case, Petitioner contends that its mark is acclaimed, or famous, because it is 
 

a. A publicly traded company; 
 

b. Retains offices throughout the world; 
 
c. Has services used by the worldÓs largest companies. 
 

Petitioner, by counsel, then combines these three statements to make the leap that there is 

significant public recognition of the PetitionerÓs Mark.  However, this statement is wholly 

unsubstantiated by the record. 
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 First, Petitioner contends that by virtue of the fact it is publicly traded the companyÓs 

financial placement in a public stock exchange somehow equates to brand recognition.  

However, the Petitioner offers no support whatsoever for this premise.  Second, the Petitioner 

relies on the fact that it maintains offices in a few handfuls of cities around the globe but, again, 

fails to introduce evidence as to how maintaining offices in foreign countries, or a few offices 

here in the United States, equates to acclaim among the general consuming public. 

 Third, Petitioner asserts that PetitionerÓs Mark, by provision of services to the largest 

companies in the world, has garnered general consumer acclaim.  As a threshold issue, it is noted 

that Petitioner submitted no evidence of brand recognition by the executives within these 

companies of whom they claim to have this acclaim.  Although testimony was provided by the 

Petitioner that their services are performed for these companies, no witnesses or evidence was 

brought forth to establish this contention, namely, that the executives at these companies 

recognize PetitionerÓs Mark. 

 Even assuming, en arguendo, such evidence was adduced before this tribunal, evidence 

that a handful of highly sophisticated executives for the worldÓs largest companies recognize 

your brand because you provide services for them is simply not sufficient to establish general 

acclaim in the broader consumer marketplace. 

 As such, it is respectfully submitted that the Petitioner has not, and did not, establish 

PetitionerÓs Marks to retain special acclaim in the industry among the relevant consuming public. 

3. PetitionerÓu"Cnngigf"ÐHcokn{"qh"OctmuÑ"ku"Kttgngxcpv"cu"Registrant Does Not 
Offer Benchmarking Services 

 
Vjg" Ðhcokn{" qh" octmuÑ" fqevtkpg" jcu" crrnkecdknkv{" kp" vjqug" ukvwcvkqpu" yjgtg." rtkqt" vq" c"

fghgpfcpvÓu" hktuv" wug" qh" kvu" ejcnngpied mark containing a particular feature, the plaintiff had 

guvcdnkujgf"c" hcokn{"qh"octmu"ejctcevgtk¦gf"d{" vjcv" hgcvwtg." uq" vjcv" vjg"fghgpfcpvÓu" uwdugswgpv"
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use of its mark containing the feature for goods or services which are similar or related to 

plaintifhÓu" yknn" ecwug" vjg" tgngxcpv" rwtejcukpi" rwdnke" vq" cuuwog" vjcv" fghgpfcpvÓu" octm" ku" {gv"

cpqvjgt"ogodgt"qh"vjg"rnckpvkhhÓu"hcokn{0"See L(L"Upcem"Hqqfu"Eqtr0"x0"OeFqpcnfÓu"Eqtr0, 18 

U.S.P.Q. 2d 1889, 932 F.2d 1460, 1463 (Fed. Cir. 1991); Blansett Pharmaceutical Co. Inc. v. 

Carmrick Laboratories Inc., 25 USPQ2d 1473 (TTAB 1992); Econo-Travel Motor Hotel Corp. 

v. Econ-O-tel of America, Inc., 199 USPQ 307 (TTAB 1978); and Porta-Tool, Inc. v. DND 

Corp., 196 USPQ 643 (TTAB 1977). 

As a threshold issue, there was little, if any, testimony as to when the Registrant began 

use of other common law marks to create its alleged family such that it is difficult, if not 

korquukdng." vq" fgvgtokpg" yjgvjgt" uwej" c" Ðhcokn{Ñ" gzkuvgf" prior to TgikuvtcpvÓu" hktuv" wug" qh"

TgikuvtcpvÓu"Octm0 (emphasis added). 

Moreover, Petitioner does not provide branding services, the services provided by the 

Registrant.  Rather, as set forth in the identification of its registration and as clarified by Mr. 

Snowball, Petitioner provides benchmarking analytical services.  Cu" uwej." cp{" ÐHcmily of 

OctmuÑ" cnngigf" vq" gzkuv" d{"Petitioner in this proceeding is relegated to its recited benchmark 

services.  Accordingly, any such family is irrelevant to the instant proceeding as PetitionerÓu"eqtg"

services do not extend into the sphere of commerce occupied by Registrant.   

C. There is No Overlap in the Marketing of The Respective Marks 

In regard to advertising, there is simply no overlap between the manners in which 

Petitioner and Registrant advertise their respective diverse services. 

TgikuvtcpvÓu" ugtxices are marketed mainly through word of mouth and through 

individuals that personally know Mr. Hackett. TgikuvtcpvÓu" Fgrqukvkqp at p. 380" " TgikuvtcpvÓu"

services are also marketed through its website located at www.hackettconculting.com. Id. at p. 
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17. See also TgikuvtcpvÓu"Fgrqukvkqp, Exhibit C.  Of note, however, its website does not generate 

new client contacts.  Rather, it is used as a tool to build credibility with prospective customers 

qpeg"vjg{"jcxg"jgctf"qh"TgikuvtcpvÓu"ugtxkegu"d{"cpf"vjtqwij"yqtf-of-mouth advertising. Id. at 

p. 19.  As Mr. Hackett testified, one hundred percent of the work Registrant receives is from 

word-of-mouth referrals for the small businesses he represents.  Id. at p. 20.  This is typical of 

brand development businesses in the nature of the services that Mr. Hackett provides.   

  To the contrary, Petitioner relies heavily upon referrals and returning business from 

executives in large companies it has performed services for in the past. Snowball Deposition at p. 

14.  These referrals come from the companies Petitioner represents, namely, large Fortune 500 

companies and those having no nguu"vjcp"47"oknnkqp"vq"72"oknnkqp"]kp"ucngu"rgt"{gct_0Ñ" Id. at p. 

103.  See also id. at pp. 38, 101; Snowball Deposition, Exhibit 3, at PET 000387.  This would be 

typical for services which can only be afforded by the largest of companies in the world. 

  Petitioner retains a sales organization that consistently reaches out to existing customers 

and, specifically, the executives for those customers to gauge where they are and whether they 

need further services provided by the Petitioner. Id. at p. 60.  These efforts include emailing the 

executives and even setting up free presentations for the existing customer, conferences, or 

seminars. Id. at p. 61.  Conferences, in turn, are often co-sponsored with Fortune 500 companies, 

uwej"cu"Igpgtcn"Gngevtke."cpf"hqewu"qp"vjgkt"Ðdguv"rtcevkeguÑ"cpf"rgthqtocpeg"qt"dgpejoctmkpi"

studies. Id. at pp. 61-62, 94.  Again, this would be typical for benchmarking services provided to 

the largest companies in the world.  Standard brand development companies such as the 

Registrant would not market in this manner. 

  Petitioner has also developed an advisory program which allows its benchmarking 

eqpuwogtu"eqpvkpwgf"ceeguu" vq"RgvkvkqpgtÓu" tgugctej" kpukijv"qp"cp" cppwcn"ogodgtujkr"dcuku" uq"
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that Petitioner can continue to interact with the customer and potentially sell them more of 

RgvkvkqpgtÓu"ugtxkegu0 Id. at p. 59.  Registrant provides no such marketing efforts for its business 

nor is that common in the industry for RegistrantÓs services. 

Finally, the Registrant does not get referrals from Fortune 500 or 100 companies nor is 

that a common marketing channel in RegistrantÓs industry. TgikuvtcpvÓu"Fgrqukvkqp at p. 20.   The 

Registrant does not hold conferences for Fortune 500 or 100 executives. Id. at p. 21.  The 

Registrant does not perform webcasts.  Id. 

As such, it is respectfully submitted that this du Pont factor strongly weighs against 

finding a likelihood of confusion. 

D. Vjgtg"ku"Pq"Qxgtncr"kp"vjg"RctvkguÓ"Tgurgevkxg"Vtcfg"Ejcppgnu 

TgikuvtcpvÓu"ugtxkegu"tgcej"gcej"qh"kvu"ewuvqogtu"d{"cpf"vjtqwij"TgikuvtcpvÓu"ewuvqogtu"

working directly with Mr. Hackett.  TgikuvtcpvÓu" Fgrqukvkqp at p. 21.  Often the services are 

rtqxkfgf"kp"vjg"dcugogpv"qh"Ot0"JcemgvvÓu"rgtuqpcn"tgukfgpeg"nqecvgf"kp"Mableton, Georgia. Id. 

at pp. 5, 21. 

Registrant does not retain offices in San Francisco, Chicago, New York City, Miami, 

Frankford, Germany, London, Sydney, Australia, or the Netherlands.  Id. at p. 21-22. 

 In the alternative, Petitioner maintains offices in Miami, Atlanta, San Francisco, Chicago, 

New York, Frankfurt, London, Sidney, as well as in the Netherlands.  Snowball Deposition at pp. 

7-8. 

 When an executive from a large company comes to Petitioner for their services the 

executive, the prospective customer, typically invites members of the Petitioner to their own 

offices for an hour-long meeting. Id0"cv"380"Vjg"RgvkvkqpgtÓu"gornq{ggu"rtgugpv"vjgkt"ugtxkegu"kp"
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that meeting to the executive. Id.  Kp" vgtou" qh" dgpejoctmkpi." RgvkvkqpgtÓu" gornq{ggu" vjgp"

describe what is covered in the full taxonomy of their benchmarking services. Id. 

 Upon the benchmarking service being ordered by the large company corporate executive, 

vjg" RgvkvkqpgtÓu" ugtxkegu" ctg" rtqxkfed by collecting three different sources of information.  

Snowball Deposition at p. 39.  The first is the benchmarking questionnaire often answered 

vjtqwij"cp"qpnkpg" enkgpv" rqtvcn" cv" vjg"RgvkvkqpgtÓu"ygdukvg0" Id. at pp. 39-40.  The second is the 

executive interview.  Id.  Finally, Petitioner conducts a stakeholder survey that goes out to 

anyone in the client organization that is a mid-manager or above. Id. at p. 40.  This is completely 

distinct and apart from how the RegistrantÓs services reach its consumers and, more generally, 

the channels of trade by and through RegistrantÓs services typically reach consumers in the brand 

development industry.   

 Moreover, Mr. Hackett testified that ÐÈwhat I offer is not relevant to big companies; big 

companies have marketing groups that do exactly what I do.Ñ Hackett Deposition at p. 23.  As 

such, and given the distinctions in target consumers, it cannot be said that the marketing channels 

of the Registrant and the Petitioner are the same or overlap in any manner. 

  Additionally, even assuming, en arguendo, they were, Mr. Hackett provided testimony 

concerning the large corporate procurement process.  See generally TgikuvtcpvÓu"Fgrqukvkqp at 

pp. 24-26.   Specifically, vendors for large companies, such as The Hackett Group, Inc., are 

vetted by the companies prior to becoming authorized vendors therefore. Id. at p. 25.  The vetting 

process entails looking at different proposals from vendors, examining their cost structure, 

determining the quality of the xgpfqtÓu" yqtm." cpf" uqogvkogu" gxgp" iqkpi" vq" vjg" xgpfqtÓu"

facilities to make sure that the same are adequate to provide services for the large company. Id. 

at pp. 25-26.   Based upon this knowledge, Mr. Hackett opined that it would not be conceivable 
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for large Fortune 500 company to hire the wrong vendor. Id. at p. 26. (emphasis added).  As 

such, this additional requirement in the channels of trade for large companies not provided by 

Petitioner further distinguishes the channels of trade for the respective parties. 

As such, it is respectfully submitted that this du Pont factor strongly weighs against a 

finding of a likelihood of confusion. 

E. Sophistication of Purchasers 

  Mr. Snowball copegfgf" kp" jku" vtkcn" vguvkoqp{" vjcv" RgvkvkqpgtÓu" dgpejoctmkpi" ugtxkegu"

ÐÈku"hqewugf"qp"rtggokpgpv"dtcpfuÈÑ""Upqydcnn"Fgrqukvkqp"cv"r0"350""Urgekhkecnn{."Rgvkvkqpgt"

has provided its services to the largest company in the world, Walmart, but has only dipped to 

companies that are around or below the hundred million dollar revenue size. Id. 

  Ot0" Upqydcnn" urgekhkecnn{" vguvkhkgf" vjcv" RgvkvkqpgtÓu" ugtxkegu" Ðctg" oquv" rcncvcdng" vq"

eqorcpkgu"vjcv"ctg"722"oknnkqp"cpf"cdqxg"cpf"oquv"eqohqtvcdng"vq"c"dknnkqp"cpf"cdqxgÑ" further 

cffkpi"ÐK"yqwnf"dg"uwtrtkugf"kh"yg"octmgvgf"vq"c"hkto"nguu"vjcp"c"oknnkqp"kp"tgxgpwgÑ0"Upqydcnn"

Deposition at pp. 100-101.  In reference to the smallest of clients served by Petitioner, Mr. 

Upqydcnn"vguvkhkgf"ÐK"mpqy"yg"jcxg"ugtxgf"xgt{"uocnn"enkgpts through a benchmarking capacity . 

0"0"eqorcpkgu"ctqwpf"47"oknnkqp"vq"72"oknnkqp"kp"vjg"dgpejoctmkpi"fcvcdcug0Ñ"Id. at 101. 

  Mr. Hackett added that, based upon his experience working in the marketing departments 

of Fortune 500 companies, he had only seen brands of $100 million or more get benchmarking 

studies like the kind provided by the Petitioner. TgikuvtcpvÓu"Fgrqukvkqp at pp. 46-47.    

  RgvkvkqpgtÓu" enkgpvu" ctg" eqortkugf"qh" 4.322"qh" vjg"yqtnfÓu" ngcfkpi" eqorcpkgu" kpenwfkpi"

servicing 97% of the companies included in the Dow Jones Industrial average and 77% of 

companies included in the Fortune 100. Snowball Deposition, Exhibit 3, at PET 000387.   These 

companies include 3M Co., Alcoa Inc., the American Express Company, AT&T, Bank of 
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America Corp., Boeing Company, Bristol-Myers Squibb Co., Caterpillar, Inc., Chevron Texaco 

Corporation., Coca-Cola Company, DaimlerChrysler AG, Dow Chemical, Exxon Mobile, 

HgfGz." Hqtf" Oqvqt" Eqorcp{." Igpgtcn" Gngevtke" Eqorcp{." Jqog" Fgrqv." cpf" OeFqpcnfÓu"

Corporation just to name a few. Id. See also Snowball Deposition at p. 38. 

  The largest companies in the world, as set forth above, have sophisticated procurement 

processes that eliminate any possibility of confusion due to the significant vetting process that is 

undertaken to qualify vendors for service for their companies. See generally TgikuvtcpvÓu"

Deposition at pp. 24-26.    

  Cu"uwej."kv"ku"tgurgevhwnn{"uwdokvvgf"vjcv"vjg"eqpuwogtu"qh"RgvkvkqpgtÓu"ugtxkegu"ctg"jkijn{"

sophisticated executives and corporations with substantial vendor vetting processes and, as such, 

this du Pont hcevqt"cnuq"hcxqtu"eqpvkpwgf"tgikuvtcvkqp"qh"vjg"TgikuvtcpvÓu"Octm0 

F. There is Has Been No Actual Confusion in the Marketplace 

In the instant matter there is no evidence of actual confusion in the marketplace despite 

co-existence in the marketplace since 2008.  While Petitioner fails to address this factor, it is 

pqpgvjgnguu"tgngxcpv"hqt" vjg"DqctfÓu"fgvermination.  See The Sports Authority Michigan, Inc. v. 

The PC Authority, Inc., 2002 TTAB LEXIS 65; 63 U.S.P.Q.2D (BNA) 1782 (holding the 

absence of actual confusion even where the opposing marks have co-existed for only a few years 

is a factor which favors an applicant in the registration of its mark.); Central Soya Co., Inc. v. 

North American Plant Breeders." 434" WURS" 59." 6:" *VVCD" 3;:3+" *Ðvjg" cdugpeg" qh" cevwcn"

confusion over a reasonable period of time might well suggest that the likelihood of confusion is 

qpn{"c"tgoqvg"rquukdknkv{"ykvj"nkvvng"rtqdcdknkv{"qh"qeewttkpi0Ñ+ 

As such, in the absence of any actual confusion whatsoever this du Pont factor weighs 

heavily against finding a likelihood of confusion. 
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G. Balancing of du Pont Factors 

In the instant case balancing the du Pont factors favors the continued registration of 

PetitionerÓu"Mark. 

Examining the registrations at issue, the services are distinct and do not overlap in the 

marketplace.  Although the marks both incorporate the term HACKETT, based upon the name 

being a surname the relied-upon mark should be entitled to a narrow scope of protection and thus 

confusion is not likely. 

In regard to the marketing of the respective marks, they are completely different with the 

marketing for benchmarking services being provided exclusively to Fortune 500 companies and 

vjg"nkmg"yjgtgcu"RgvkvkqpgtÓu"ugtxkegu"ctg"octmgvgf"vq"kpfkxkfwcnu"cpf"uocnn"dwukpguugu"qp"c"qpg-

on-one basis by Mr. Hackett. 

Moreover, the channels of trade are distinct and the sophistication of PetitkqpgtÓu"

consumers and their procurement process is more than sufficient to preclude even the slightest 

chance of a likelihood of confusion.  This fact is further supported by the fact that there is not 

even one scintilla of evidence of actual confusion in the 5 years that these trademarks have co-

existed in the marketplace. 

In this regard, and based upon the record in this case, it is respectfully submitted that all 

of the du Pont factors favor a finding of an absence of a likelihood of confusion, that the instant 

grounds for this cancellation be denied, and that PetitionerÓu" Mark remain registered on the 

Supplemental Register for the U.S. Patent and Trademark Office. 

H. Gzrcpukqp"qh"vjg"Octmgvrnceg"cpf"RgvkvkqpgtÓu"Cnngigf"Eqooqp"Ncy"Tkijvu 

Finally, in PetitionerÓs Brief Petitioner effectively submits a dual argument setting forth 

that it (1) has expanded into RegistrantÓs line of services although it has yet to acquire a 
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trademark registration for the same and (2) that Petitioner would retain superior rights to the 

disputed mark by virtue of its prior registration for benchmarking services under the doctrine of a 

natural zone of expansion.  Both arguments are unsupported by the record. 

First, as set forth above, Petitioner alludes to the fact that it has, at common law, begun 

use of its mark in connection with consulting services.  However, nowhere in the record is there 

a date of first use in connection with these alleged common law services.  As such, even if we 

were to assume such expansion has already occurred at common law, Petitioner would fail in its 

burden by virtue of the fact that it cannot establish priority of use for these services as they relate 

to the RgvkvkqpgtÓu Mark vis-à-vis RegistrantÓs uncontested priority of use date in RegistrantÓs 

Mark of 2008. 

Second, Mr. Snowball testified that there ku" pqy" ÐÈc" ugeqpfct{" ghhqtv" vjcv" vgpfu" vq"

follow a benchmark, which is when there is an improvement phase, and the client may elect to 

mobilize on the results of the benchmark on their own, or in many cases they would elect to 

engage Hackett for consultini"rwtrqugu0Ñ Id. at p. 56. 

Of note, Mr. Snowball provided a clear example of what he considered their consulting 

servkegu"vq"gpvckn"kp"vgtou"qh"Ðrtguetkrvkxg"tgeqoogpfcvkqpuÑ"cu"vjg{"crrn{"vq"octmgvkpi0"" "Ot0"

Snowball testified: 

So in terms of prescriptive recommendations, we recommended to a client up in 
Chicago that specifically they evaluate their allocation of sales and marketing 
resources d{"dwukpguu" igqitcrj{." d{" dtcpf" cpf" d{" rtqfwev0"Cpf"yjgtg" vjg{Óxg"
made discrete investments confirm those investments, while they may not pay off 
in the near term, pay off in the ling-term. 
 
A discrete prescriptive recommendation that we gave was look at Î they were 
very focused on a cost orientation.  We told them to pay very specific attention to 
the spend categories of printing, conferences and events and sample giveaways. 
 
È 
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So the recommendations were evaluate your spend levels and benchmark them for 
the select categories within marketing. 
 

Snowball Deposition at pp. 70-71. 
 

Kp"tgictf"vq"RgvkvkqpgtÓu"ÐDtcpf"cpf"Rtqfwev"OcpcigogpvÑ."Ot0"Upqydcnn"rtqxkfgf"vjcv"

vjku" gpvcknu" Rgvkvkqpgt" ÐÈgzcokpkpi" vjg" octmgv" cevkxkvkguÈÑ" qh" vjgkt" ewuvqogtu with the 

qdlgevkxg"dgkpi"ÐÈvq"cuuguu"vjg"ghhkekgpe{"cpf"vjg"ghhgevkxgpguu"qh"vjku"kpfkxkfwcn"rtqeguuÈÑ"vq"

ÐÈvt{"vq"ceeguu"lwuv"vjg"kpxguvogpvu"vjcv"ctg"iqkpi"kpvq"vjg"tguqwteguÈÑ"vq"ÐÈdgpejoctm"vjcv"

against a peer group and against top-performing companieu0Ñ Id. at pp. 44-45.  The witness 

eqpvkpwgf"rtqxkfkpi"vjcv"RgvkvkqpgtÓu"dtcpf"ocpcigogpv"gpvcknu"nqqmkpi"cv"ÐÈjqy"ocp{"dtcpfu"

do you have; what have you invested in the brands in total; what are the brands yielding in terms 

of revenue on a per brand or prqfwev"HVGA000Ñ"cnuq"gxcnwcvkpi"ÐÈjqy"ghhgevkxgn{" vjg"dtcpf" ku"

ftkxkpi" vtchhke" vq" vjg" ygdukvgÈ]cpf" vjg_" Èqwveqogu" qh" vjg" dtcpf" cpf" rtqfwev" ocpcigogpv"

vgco0Ñ"Snowball Deposition at p. 45.  Vjku" Ðdtcpf"ocpcigogpvÑ."Ot0" Upqydcnn" qrkpgf." ku" vq"

ÐÈgxcnwcvg"vjg"rgthqtocpeg"qh"vjg"dtcpfu"kp"vqvcnÈÑ"vq"fgvgtokpg"ÐÈctg"{qw"igvvkpi"vjg"tgvwtp"

vjcvÓu"eqpukuvgpv"ykvj"vjg"dgpejoctm"eqorctkuqp0Ñ Id. at p. 46.  See also Id. at p. 48. 

In regard to web developers in an organization, Mr. Snowball specifically testified that 

their only interaction therewith is to evaluate the web developerÓs performance but not to direct 

how they are to perform their job or their development tasks.  Id. at p. 42.  Petitioner does not 

ÐÈurgekhkecnn{"fq"ygdukvg"tgxkgy,Ñ Mr. Snowball added.  Id. at p. 51. 

These forms of services are not the services that Registrant provides.  As recited, 

Registrant provides Branding services, namely, consulting, development, management and 

marketing of brands for businesses in International Class 35.  These are separate and distinct 

apart from the services as set forth above by Mr. Snowball upon which Petitioner rests its 

common law argument and/or expansion of trade argument. 
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As such, it is respectfully submitted that from a common law perspective, Petitioner has 

failed to establish its burden of proof by virtue of the fact that (1) it did not establish priority of 

use in its alleged common law rights and (2) the services provided by Petitioner at common law 

are separate and distinct apart from RegistrantÓs services.  Moreover, RgvkvkqpgtÓu expansion of 

trade doctrine argue should likewise fail as it has provided the testimony of Mr. Snowball 

concerning the services in which they intend, and have allegedly actually, expanded.  And as set 

forth above, the simply do not overlap with those services provided by the Registrant. 

CONCLUSION 
 

 WHEREFORE the Applicant, Hackett Consulting, by counsel, respectfully requests that 

the Board deny the instant cancellation proceeding and, for premises considered, maintain the 

instant trademark registration on the Supplemental Register of the U.S. Patent and Trademark 

Office. 

 
Respectfully submitted this 21st day of March, 2014. 

 
 
 THE TRADEMARK COMPANY, PLLC 

 /Matthew H. Swyers/ 
 Matthew H. Swyers, Esq. 
 344 Maple Avenue West, PMB 151 
 Vienna, VA 22180 
 Tel. (800) 906-8626 x100 
 Facsimile (270) 477-4574 
     mswyers@TheTrademarkCompany.com 
     Counsel for Applicant 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

The Trademark Trial and Appeal Board 
 

Registration No. 3,878,276, 
For the mark HACKETT CONSULTING, 
 
The Hackett Group, Inc.     : 
       : 
 Petitioner,     : 
       : 
vs.       : Cancellation No. 92055460  
       : 
Hackett Consulting,     : 
       : 
 Registrant.     : 
 

CERTIFICATE OF SERVICE 
 

 I HEREBY CERTIFY that I caused a copy of the foregoing this 21st day of March, 2014, 

to be served, via first class mail, postage prepaid, upon: 

Francisco J. Ferreiro 
Malloy & Malloy, P.L. 
2800 SW Third Avenue 
Miami, FL 33129 

 
 
 
 
            /Matthew H. Swyers/ 
                 Matthew H. Swyers 
 
 
 
 
 
 
 
 
 
 


